

\*\ United States FXtent and Trademark Office 



UNITED STATES DEPARTMENT OF COMMERCE 
United Stated Putent and Trudemurk Office 
Address: COMMISSIONER FDR PATENTS 
P.O. Uox 1450 

Alexandria, Vuginia 22313-1450 

VfWW.IWptO.gOV 



| APPLICATION NO. 


FILING DATE 


FIRST NAMED INVENTOR 


ATTORNEY DOCKET NO. 


CONFIRMATION NO. 


09/377,502 




08/20/1999 


WYATT PAUL 


1012/60030/J 


7914 


7590 


09/09/2003 









JOHN P WHITE 
COOPER & DUNHAM LLP 
1 185 AVENUE OF THE AMERICAS 
NEW YORK, NY 10036 



EXAMINER 



FOX, DAVID T 



ART UNIT 



PAPER NUMBER 



1638 - 

DATE MAILED: 09/09/2003 



Please find below and/or attached an Office communication concerning this application or proceeding. 



PTO-90C (Rev. 07-01) 



Office Action Summary 



Application No. 
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David T. Fox 



Applicant(s) 

PAULET AL 



Art Unit 

1638 



The MAILING DATE of this communication appears on the cover sheet with th correspondence address -- 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 . 1 36(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timety. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 

- Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 



1)13 Responsive to communication^ filed on 19 May 2003 . — - 

2a)[3 This action is FINAL. 2b)D This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1 935 CD. 1 1 , 453 O.G. 21 3. 
Disposition of Claims 

4) M Claim(s) 1-4,7-11. 14-18,21-25,28-40.42.43 and 45-51 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) E3 Claim(s) 1-4.7-11. 14-18.21-25.28-30.32-36.38.40.42.43.45.50 and 51 is/are allowed. 

6) ^ Claim(s) 31.37.39 and 46-49 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) Q The specification is objected to by the Examiner. 

10) D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 

1 1) D The proposed drawing correction filed on is: a)D approved b)D disapproved by the Examiner. 

If approved, corrected drawings are required in reply to this Office action. 

12) D The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. §§119 and 120 

13) ^ Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f). 

a)KlAII b)D Some*c)D None of: 

1 Certified copies of the priority documents have been received. 

2.Q Certified copies of the priority documents have been received in Application No. . 



3.Q Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 

14) D Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 1 19(e) (to a provisional application). 

a) □ The translation of the foreign language provisional application has been received. 

15) D Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121. 

Attachment(s) 

1 ) □ Notice of References Cited (PTO-892) 4) □ Interview Summary (PTO-41 3) Paper No(s). . 

2) O Notice of Draftsperson's Patent Drawing Review (PTO-948) 5) Q Notice of Informal Patent Application (PTO-1 52) 

3) O Information Disclosure Statement(s) (PTO-1 449) Paper No(s) . 6) O Other: 



U.S. Patent and Trademark Office 
PTO-326 (Rev. 04-01) 



Office Action Summary 



Part of Paper No. 26 
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The text of those sections of Title 35 t U.S. Code not included in this action can 
be found in a prior Office action. 

Applicants' amendment of 19 May 2003 has overcome all rejections under 35 
USC 112, and all art rejections except as indicated below. 

Given the allowability-of-claims directed to elected Species II, the Examiner has 

searched and examined Species III, directed to embryo- and seed- specific promoters 
ligated to the claimed enzymatic portion-encoding sequences which are in turn ligated 
to a transport peptide-encoding sequence, and found Species III to be enabled, 
adequately described, and free of the prior art. 

Claims 31, 37, 39 and 46-49 (newly amended in their dependency upon newly 
amended independent claims) are rejected under 35 U.S.C. 102(e) as anticipated by or, 
in the alternative, under 35 U.S.C. 103(a) as obvious over Gutterson et al (U.S. 
6,392,1 19 effectively filed 24 January 1997). 

The claims are directed to seeds or progeny plants derived from parent plants 
which have been produced by crossing two grandparent plants, each grandparent 
comprising a transgene encoding a portion of an enzyme, wherein the single portion 
encoded by only one of the transgenes is inactive, wherein one of the genes encoding 
one of the portions is ligated to a tissue-specific promoter, and wherein one of the 
portions is linked to a targeting peptide sequence. However, the claimed seeds or 
progeny plants do not comprise both transgenes; they only comprise at least one of the 
two transgenes. See, e.g., claim 31 , which recites "at least one of... gene sequences 
encoding polypeptides A or B" [emphasis added]. Thus, the claims read on seeds or 
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progeny comprising a transgene which does not comprise a targeting peptide-encocling 
sequence, given Mendelian segregation of genes following meiosis. 

The teachings of Gutterson et al have been discussed in the last Office action. 
Given the failure of the claimed seeds or progeny to contain a targeting peptide- 
encoding sequence ligated to the coding-sequence for the portion-of the enzyme, the- 
seeds and plants taught by the reference are indistinguishable from the claimed seeds 
or plants, despite the alternate method of making them. 

See In re Thorpe, 227 USPQ 964, 966 (Fed. Cir. 1985), which teaches that a 
product-by-process claim may be properly rejectable over prior art teaching the same 
product produced by a different process, if the process of making the product fails to 
distinguish the two products. 

Claims 1-4, 7-1 1 , 14-18, 21-25, 28-30, 32-36, 38, 40, 42-43, 45 and 50-51 are 
allowed. 

Applicant's arguments filed 19 May 2003, insofar as they pertain to the rejection 
above, have been fully considered but they are not persuasive. Applicants urge that 
Gutterson et al do not teach the presence of a targeting peptide ligated to the portion of 
the enzyme. The Examiner maintains that the rejected claims are not so limited, as 
discussed above. 

Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 
§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 



* 



! 
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A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire-on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to David T. Fox whose telephone number is (703) 308- 
0280. The examiner can normally be reached on Monday through Friday from 10:30AM 
to 7:00PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Amy Nelson, can be reached on (703) 306-3218. The fax phone number for 
this Group is (703) 872-9306. The after final fax phone number is (703) 872-9307. 

Any inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to the Group receptionist whose telephone number is (703) 308- 
0196. 

September 6, 2003 




DAVID T. FOX 
PRIMARY EXAMINER 
GROUP 1£0 /(& 



